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Remarks 

Claims 1 to 20 are pending. Claim 15 is amended. 
Claim Objections 

In paragraph one, the office action objects to claims 1-18 because of asserted 
informalities. 

With respect to claim 1, the office action asserts it is confusing because "according to the 
claim the slots move, but actually the cassettes move." Applicant respectfully asserts that the 
slots move with respect to the axes. It is clear that as the slots move with respect to the axes the 
cassette also moves. Therefore applicant respectfully submits that claim 1 as filed is in proper 
form. 

With respect to claim 15, applicant amended "ore" to — are - as suggested. 

With respect to claim 16, line 5 the office action asserts there is only one first slot and 
one second slot. Applicant understands that with respect to any one cassette the claim has recited 
a first slot and second slot. However claim 16 recites a plurality of such cassettes. Therefore it is 
proper to refer to more than one first slot and more than one second slot as the plurality of 
cassettes together will have more than one first slot and second slot. 

For all of these reasons, applicant submits the claims are now in proper form. 

§ 102 Rejections 

Claims 1-3 and 9 stand rejected under 35 USC § 102(b) as being anticipated by 
Macken (5,717,811). 

The office action asserts as follows with respect to the rejection of claim 1 : 

In regard to adapted to movably engage simultaneously with two axes, it has been 
held that the recitation that an element is "adapted" to perform a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute 
a limitation in any patentable sense. In re Hutchinson, 69 USPQ 138. 

Applicant respectfully submits that reliance on In re Hutchinson is misplaced and that 
more recent caselaw and the MPEP require otherwise. For example, MPEP section 2173.05(g) 
states that "there is nothing inherently wrong with defining some part of an invention in 
functional terms. Functional language does not in and of itself render a claim improper." The 



6 



Application No.: 10/682272 Case No.: 58109USA009 

MPEP cites In re Swinehart, 439 F.2d 210 (CCPA 1971) in support of this proposition. The 
MPEP continues by explaining that a functional limitation must be evaluated and considered, just 
like any other limitation of the claim, for what it fairly conveys to a person of ordinary skill in the 
pertinent art in the context in which it is used. Two particular examples which the MPEP says 
are proper uses of functional language in claims are "members adapted to be positioned" and 
"portions being resiliently dilatable whereby said housing may be slidably positioned." 
Claim 1 is set out as follows: 

1 . (Original) A fiber optic splicing cassette, comprising: 
a base; and 

first and second curved slots in said base, wherein said first and second 
slots are adapted to moveably engage simultaneously with two axes on which said 
cassette is capable of being mounted. 

In view of the teachings of the MPEP and recent caselaw, applicant submits that claims 1-3 
and 9 properly use functional language for what it fairly conveys to one of ordinary skill in the 
pertinent art. Applicant therefore asserts this language must be given consideration in evaluating 
patentability of claim 1 . 

With respect to the rejection of claim 1 over Macken, the office action asserts that this 
reference discloses a cassette having a base, first and second curved slots in a base (13,14), and two 
axes represented by holes in 13 and 14 that are not numbered in figure 3. In column 3, lines 60-63, 
Macken explains that elements 13 and 14 of figure 3 are organizer drums. In column 4, lines 5-20, 
the use of these drums is further detailed. It can be seen that elements 13 and 14 are drums around 
which fiber optic cables may be wrapped. 

Given in this understanding of elements 13 and 14 in Macken and given the proper reliance 
on functional language in claim 1, it can be seen at Macken does not disclose first and second 
curved slots which are adapted to movably engage simultaneously with two axes on which said 
cassette is capable of being mounted as recited in claim 1 . One exemplary embodiment of the 
invention of claim 1 is explained with reference to Figure 3 which illustrates first and second 
curved slots 52, 54, adapted to movabley engage simultaneously with two axes 24, 26 on which the 
cassette is capable of being mounted. Furthermore, nowhere does Macken suggest that the 
unnumbered holes are used for mounting. See for example, figure 7 of Macken in which the 
cassette is mounted in a dome without mention of the unnumbered holes. For all of these reasons, 
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applicant submits that claim 1 is not anticipated by Macken and should now be allowed. Claims 2, 
3, and 9 all depend from claim 1 and add further patentable distinctions to claim 1 . Therefore these 
claims should also now be allowed. 

The rejection of claims 1-3 and 9 under 35 USC § 102(b) as being anticipated by Macken 
(5,717,81 1) has been overcome and should be withdrawn. 

Claims 1-6, 9 and 19 stand rejected under 35 USC § 102(b) as being anticipated by 
Cloud et al (5,631,993). 

Here too, the office action asserts that the functional language in these claims is not to be 
given patentable weight. Applicant incorporates here the arguments set forth above with regard to 
this issue. In view of the teachings of the MPEP and recent caselaw, applicant submits that claims 
1-6, 9 and 19 properly use functional language for what it fairly conveys to one of ordinary skill in 
the pertinent art. Applicant therefore asserts this language must be given consideration in 
evaluating patentability of claims 1-6, 9, and 19. 

As to the rejection of independent claims 1 and 19 over Cloud, the office action asserts that 
Cloud discloses first and second curved slots (96) in a base, and two axes (150) on which the 
cassette is capable of being mounted. Cloud explains in column 8, lines 48-51 that element 96 is a 
plurality of spaced vertically extending walls which define a group of separate passages through 
which groups of fiber optic cable can be directed to the interior of the tray. As to element 150, 
Cloud explains that these are sized and spaced to receive the spaced, threaded posts 70. Therefore, 
it is clear at the passages 96 are not curved slots as recited in claims 1 and 19 and it is also clear that 
Cloud discloses no element that serves as curved slots adapted to movably engage simultaneously 
with two axes on which the cassette is capable of being mounted. Figure 9 of cloud illustrates a 
plurality of cassettes mounted on to threaded bolts 70. However, nowhere does Cloud illustrate two 
curved slots that slidably engage simultaneously with two bolts 70. 

For all of the above reasons, applicant submits that independent claims 1 and 19 recite 
elements not shown, taught or suggested by Cloud and should therefore be allowed. As to claims 2- 
6 and 9, these claims depend from independent claim 1 and add further patentable and distinct 
features. Therefore claims 2-6 and 9 should be allowed for at least the same reasons as discussed 
with regard to claim 1 . 
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The rejection of claims 1-6, 9 and 19 under 35 USC § 102(b) as being anticipated by Cloud 
et al (5,631,993) has been overcome and should be withdrawn. 

Claims 1 and 10-14 stand rejected under 35 USC § 102(b) as being anticipated by 
Meyerhoefer et al (5,119,459). 

Again, the office action asserts that the functional language in these claims is not to be 
given patentable weight. Applicant incorporates here the arguments set forth above with regard to 
this issue. In view of the teachings of the MPEP and recent caselaw, applicant submits that claims 
1 and 10-14 properly use functional language for what it fairly conveys to one of ordinary skill in 
the pertinent art. Applicant therefore asserts this language must be given consideration in 
evaluating patentability of claims 1 and 10-14. 

As to the rejection of claims 1 and 10 - 14 over Meyerhoefer et al., the office action asserts 
that the first and second slots are as marked in figure 6 attached with the office action and that the 
two axes are also marked in figure 6 attached with the office action. However, applicant suggests 
that figures 3 and 10 provide a better understanding of the elements referred to in figure 6. Initially 
applicant refers to figure 3 which is a top view of the cassette and tray. In figure 3 there is indicated 
a section line 10-10 which extends through the cassette and the semicircular indents. This section 
line identifies the view shown in Figure 10. Column 7, lines 56-58 describe a higher semicircular 
region 182a and a lower semicircular region 182b illustrated in Figure 10. In column 7, lines 62-68, 
it is explained that splice tray fasteners 184 pass through openings 186 in the lower semicircular 
regions. Applicant submits this is a more accurate description of what the office action 
misidentifies as curved slots and axes in Figure 6. 

With this clear understanding of the structure identified in figure 6, applicant submits it is 
now clear that Meyerhoefer does not disclose first and second curved slots adapted to movably 
engage simultaneously with two axes on which the cassette is capable of being mounted as recited 
in independent claims 1 and 19. Applicant therefore submits that independent claims 1 and 19 
recite elements not shown, taught or suggested by Meyerhoefer and should be allowed. Claims 10- 
14 depend from claim 1 and add further distinct and patentable features to claim 1 . Therefore for at 
least the same reasons as discussed with respect to claim 1, claims 10-14 should also be allowed. 

The rejection of claims 1 and 10-14 under 35 USC § 102(b) as being anticipated by 
Meyerhoefer et al (5,1 19,459) has been overcome and should be withdrawn. 
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Allowable subject matter 

Applicant appreciates the indication that claims 16-18 are now allowed. Furthermore, 
applicant appreciates that claims 7, 8, 15, and 20 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. However, in light of the arguments 
above for the patentability of the independent claims, applicant asserts it is unnecessary to 
rewrite these allowable claims. Applicant reserves the right to rewrite these claims in 
independent form if this becomes necessary later in prosecution. 

In view of the above, it is submitted that the application is in condition for allowance. 
Reconsideration of the application is requested. 



Respectfully submitted, 
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